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DETAILED ACTION 

1 . This communication is in response to amendment filed 1 1/16/07. 

Continued Examination Under 37 CFR LI 14 

2. A request for continued examination under 37 CFR LI 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants submission filed on 1 1/16/07 has been entered. 

Response to Amendment 

3 . Claims 1-4.7-10.13-15.18-20.22-25,43-45.48.50-52 and 61-69 are pending as per amendment 
filed 11/16/07. 

Response to Arguments 

4. Applicants arguments with respect to newly amended claims have been considered but 
are moot in view of the new ground(s) of rejections. 
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Claim Rejections - 35 USC§101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-4. 7-10.13-15, 18-20.22-25.43-45,48,50-52 and 61-69 are rejected under 35 U.S.C. 101 

because the claimed invention is directed to non-statutory subject matter. 

The following analysis of claim 1 is also applicable to other claims because they do not 

resolve the defects identified with respect to claim 1 . 

Claim 1 recites in the preamble that the method is "computer device implemented". 
However, the process fails to support this statement. 

The step of "operating with one or more computing devices a billing service independent 
of one or more billing data issuing sources" has no relationship to the following step "obtaining 
by the billing service a first and second billing data from said one or more billing data issuing 
sources" because the billing data are obtained from the billing data issuing sources regardless of 
how the billing service is operated. 

Therefore, the process of obtaining the billing data from the billing data issuing sources 
by the billing service is treated as communication of the billing data from one party (billing data 
issuing sources) to the other (billing service). 

Likewise, the step "providing by the billing service the first billing data to a user" (to 
conduct transactions with a first web site,) and "said billing service receiving notification of 
usage of the first billing data" (facilitating verification by said billing service of validity of the 
usage of the first billing data) is treated as communication of respective data from the billing 
service to the user and from the (user or a merchant who operates the webs site) to the billing 
service. 

Claim recites the notification as "facilitating verification ..of validity of the usage of the first 
billing data" as intended use of the notification. The examiner notes that actual verification 
will require that the billing service maintain details pertaining to the billing data provided 
(such as identification of the website or merchant and that of the user receiving the billing 
data) in order to facilitate verification. Since no such supporting functionality is provided in 
the claim it proper to treat the facilitating as intended use of the notification. 
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Therefore, it is concluded the claimed invention merely recites communication of billing 
data from the billing data issuing sources to the billing service and thereon to a user and usage of 
the billing data to the billing service without any implementation of an apparatus. The examiner 
notes that the recitation of operating a billing service with a computing device is not relevant to 
the process and being claimed (and therefore patentability), since the computing device has no 
specific functionality that plays any role and since the entire method can be carried out with the 
billing service operated in any specific manner. 

Under the Interim Guidelines for Examination of Patent Applications for Patent Subject 
Matter Eligibility a claimed invention must satisfy the requirement that it be directed to a 
"practical application" which is to mean "the claimed invention physically transforms an article 
or physical object to a different state or thing, or ... the claimed invention otherwise produces a 
useful, concrete, and tangible result". However, the latter is predicated on the process being 
implemented in an apparatus (in case of claim such apparatus being a computer etc.). 

In a recent ruling by the U.S. Court of Appeals for the Federal Circuit a process 
reciting subject matter without being implemented on an apparatus has been held to be 
non-statutory process under 35 USC 101 . 

Citing the ruling supra In re Stephen W. Comiskey: 

"The Supreme Court has reviewed process patents reciting algorithms or abstract 
concepts in claims directed to industrial processes. In that context, the Supreme Court has 
held that a claim reciting an algorithm or abstract idea can state statutory subject matter 
only if, as employed in the process, it is embodied in, operates on, transforms, or 
otherwise involves another class of statutory subject matter, i.e., a machine, manufacture, 
or composition of matter. 35 U.S.C. § 101. As the PTO notes, "[t]he Supreme Court has 
recognized only two instances in which such a method may qualify as a section 101 
process: when the process 'either [1] was tied to a particular apparatus or [2] operated to 
change materials to a 'different state or thing." 
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Applying, the aforementioned test to the instant claim, it is evident that it fails on 
both counts. As explained in details above, the claim does is not tied to any apparatus not 
of course it is not operated to change material to a "different state or a thing". 

Even if the claimed invention is amended to have some form of computer 
implementation, it must also be limited to a useful, concrete, and tangible Result. 

Mere communication of data between computing devices does not limit the 
invention to a useful, concrete, and tangible Result. First the billing data communicated 
data must be presented to a web site by the user and based upon it's usage at the website, 
the usage data must be generated at the website and subsequently communicated to the 
billing service where the usage data is verified. 

The presently claimed invention fails to meet the "useful, concrete and tangible result" 
because merely communicating billing data and usage data is clearly not the same results found 
in State Street Bank & Trust Co. V. Signature Financial group, Inc., 149F3d 1371; 47 USPQ 2d 
1599 decided by the U.S. Courts of Appeals. "Today we hold the transformation of data 
representing discrete dollar amounts by a machine through a series of mathematical calculations 
into a final share price constitutes a practical application of a mathematical algorithm, formula or 
calculation because it produces a useful, concrete and tangible result, a final share price 
momentarily fixed for recording and reporting purposes". In the State Street case the "concrete, 
tangible, and useful results" is allocating money to different funds. 

Since claim 1 is not machine implemented in carrying out the transformation of the 
billing data into notification of usage of the billing data using a machine, State Street is not 
applicable. 
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Therefore, it is concluded that the claim recites an abstract idea of communicating billing 
data and notification of the billing data among the various entities identified in the claim. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-4, 7-10, 13-15. 18-20.22-25.43-45.48,50-52 and 61-69 are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

The following analysis of claim 1 is also applicable to all other independent claims and 
hence to all dependent claims. 

With respect to claim 1 , 

a. "operating ..a billing service" is indefinite because it encompasses each and every 
aspect of operating a business entity without any specific feature. The claim fails to 
show any relationship of the outcome of operating to the remaining process of the 
claim. The examiner interprets that the billing is only provided to clarify the 
relationship that it is independent of the billing data issuing sources. 

b. The claim fails to specify any process which can accomplish the verification of the 
validity of the usage of the billing data. There is no act of the user conducting a 
transaction (or attempting to conduct a transaction) at the website, and no process 
that support verification of the validity. Is the billing data being restricted to it's usage 
at a first (or second web site)?. What part of the usage data is relevant to the 
verification of its validity? The billing service does not have any way of facilitating 
the validity of the billing data because all it does is that it passes on the billing data to 
the user and then receives the notification of the usage. 

c. The claimed process therefore is unclear and vague. The applicant should amend the 
claim, so that the question and deficiencies raised by the examiner has been resolved 
within the scope of the disclosure. 
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d. is there any communication link between the users receiving the billing data from the 
billing service. Claim 1 recites, broadly the providing step is without specific mode of 
communication among all entities involved including the web site. This is also true for 
communication of the billing data from the issuing sources to the billing service. Having 
communication links clearly defined will better define the claimed invention, (see also 
claim 3 which requires "real time" communication of the billing data. 

With respect to claims 7 and 8, 

a. The process step of "..web site requiring a payment ..according to a first 
payment format" is unclear because it is related to any process of claim 1 which fails to 
recite a step to the effect that the user transacting with the first web site (using the 
respective billing data). 

b. Like wise, claim 8 recites "payment format" and "billing format" which cannot 
be correlated to any process recited in claim 1 . 

The applicant is requested to review all dependent claims in the spirit of the analysis 
provided for claims 7 and 8 and amend the claims appropriate such that the process 
recited the dependent claims is correlated to that of the respective independent claim on 
which it depends. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAGDISH PATEL whose telephone number is (571) 272-6748. 
The examiner can normally be reached on ^^S^^Sffi^^Sl^^S 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, KRAMER JAMES A can be reached on (571)272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 517-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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